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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the mvention was patented or described in a printed publication in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

Claims 1-4, 7-10, 13-16, 19-22, 25-28 and 31-45 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Dom et al (6,303,760). 

Dom et al ["Dom"] disclose a family of trimetallic nitride endohedral metallofullerenes 
and methods for their preparation. The trimetallic nitride endohedral metallofullerenes have the 
general formula: A3.nXnN@Cm wherein n ranges from 0-3, A and X may be trivalent metals and 
may be either rare earth metal or Group IIIB metals, and m is between about 60 and about 200. 
Applicant discloses in the specification on page 4 that "trimetasphere" refers to a member of a 
family of endohedral metallofullerenes having the formula A3.nXnN@Cm. Thus the examiner is 
of the position that the "trimetasphere" of the claims is anticipated by the trimetallic nitride 
endohedral metallofullerenes of the prior art. Dom discloses that the materials may be utilized 
directly as surface coatings. See column 6, lines 41-42. Films are demonstrated in Figure 1 
which anticipates the coated articles claimed which would inherently be "lubricating", "corrosion 
resistant", "thermally conductive", "stable" in air and have the same "water content angle". 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 

such that the subject matter as a whole would ha\'e been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-45 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dom et al 
(6,303,760) in combination with Bhushan et al (5,558,903). 

Dom is relied on as outlined above. The above claims "comprise" at least one 
trimetasphere which may further contain at least one lubricant selected from graphite, a metal 
dichalogenide, PTFE, a metal powder, talc and other compounds, and organic fluid mixture(s). 
However, Bhushan et al ["Bhushan"] is added to teach that films and/or coatings of fiillerene 
materials such as metallofuUerenes may be prepared by codeposition with other solid lubricants 
including polytetrafluoroethylene. Bhushan also discloses the use of the fiillerene materials as 
additives to improve the lubrication properties of liquid or solid lubricating oils, greases, organic 
(co)polymers, organic and inorganic materials. See column 3, line 41 to column 4, line 19. The 
examiner is of the position that it would have been obvious to one of ordinary skill in the art to 
have used any metallofuUerene materials in such combinations, particularly the trimetallic nitride 
endohedral metallofuUerenes disclosed by Dom with a reasonable expectation of success, thus 
arriving at the claimed subject matter of dependent claims 5-6, 1 1-12, 17-18, 23-24 and 29-30. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ellen M. McAvoy whose telephone number is (571) 272-1451. 
The examiner can normally be reached on M-F (7:30-5:00) with alt. Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571) 272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Ellen M McAvoy/ 
Primary Examiner 
Art Unit 1797 



EMcAvoy 
December 3, 2009 



